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Wn Tucker Giffith and Theodore R. Paul di ng of MCorm ck,
Paul di ng & Huber, LLP for Autonotive Technol ogies, Inc.

Kat herine Bush and Lisa Rosaya, Trademark Exam ning
Attorneys,! Law Office 112 (Janice O Lear, Managing Attorney).

Bef ore Hohein, Walters and Bottorff, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Aut onoti ve Technol ogies, Inc. has filed an
application to register the mark " SKYWAVE PRODUCTS" and

desi gn, as reproduced bel ow

Y'Wile the former (hereinafter referred to as the Exami ning
Attorney) issued the final refusal in this case and submtted the
brief, the latter presented the oral argunent.



Ser. No. 75/369, 329

for the foll owi ng goods: ?

"wirel ess tel ephone accessories, nanely,
ant ennas, batteries, battery base pl ates,
battery chargers and savers, cables, car
speakers, cases, cords, cradles, nounts,
hol ders, nodens, transformers, m crophones,
anplifiers, speakers, connectors, and data
interfaces conprised of cables and
adapters, global positioning satellite
tracking receivers and displays, autonotive
navi gati onal systens conprised of gl obal
positioning satellite receivers, display
units and processors, w reless pagers, and
power cords; conputer accessories, nanely,
nodens, PCMCI A cards, cases, cords,

poi nting devices, and printers; [and]
conputer software, nanely, for electronic
mai |, for accessing global information

net wor ks, for use in database managenent,
[and] for use in tel ecomunications
managenent .

Regi stration has been finally refused under Section
6(a) of the Trademark Act, 15 U. S.C. 81056(a), on the basis of
applicant's refusal to conply with a requirenment for a
di scl ai mer of the words "SKYWAVE PRODUCTS," which the

Exam ni ng Attorney maintains are nerely descriptive of

2 Ser. No. 75/369,329, filed on Cctober 7, 1997, which alleges dates
of first use of April 12, 1996. The word "PRODUCTS" is discl ainmed
and the stippling is for shadi ng purposes only.
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applicant's goods within the neaning of Section 2(e)(1) of the
Trademark Act, 15 U.S.C. 8§1052(e)(1).°
Appl i cant has appeal ed. Briefs have been filed* and
an oral hearing was held. W reverse the refusal to register.
It is essentially the Exam ning Attorney's position
t hat because sky waves are a kind of radio waves, which in

turn are utilized by wireless conmmuni cati ons devices, the

3 Wiile the Examining Attorney, anong other things, states in her
final refusal that the words "SKYWAVE PRCODUCTS' nerely descri be
appl i cant's goods inasnmuch as "one significant function of the
applicant's goods is that they utilize and work in conjunction with a
particular formof wreless conmunication, nanely that which is based
on skywaves," she also states, in the alternative, that:

I f, however, the applicant's goods do NOT utilize
skywaves, the mark woul d be m sdescriptive of the
applicant's goods. In either case, the applicant nust
disclaimall of the wording of the mark[.]"

4 Al'though applicant, inits initial brief, argues that the words

" SKYWAVE PRODUCTS" are neither nmerely descriptive nor deceptively

m sdescriptive of its goods, the Exam ning Attorney in her brief
contends that the sole issue on this appeal is "[w hether the phrase
"'skywave' in the applicant's proposed mark SKYWAVE PRODUCTS (and
design) is descriptive of applicant's goods, nanmely wrel ess

tel ephone rel ated products, and therefore a disclainmer of 'skywave
products' is proper ...." In particular, the Exam ning Attorney
insists that:

The applicant has included argunents that the phrase
"skywave products" is not deceptively nisdescriptive of
t he goods; however, the exam ning attorney has not issued
a di sclainer requirement based on m sdescriptiveness.
Therefore, the exam ning attorney does not respond herein
to these argunents.

In view thereof, to the extent that the final refusal alternatively
was based on the ground that a disclainmer was required because the
wor ds " SKYWAVE PRODUCTS," when used in connection with applicant's
goods, are deceptively m sdescriptive thereof, we consider such basis
to be w thdrawn.
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wor ds " SKYWAVE PRODUCTS"

are nerely descriptive of applicant's

goods and nust be disclainmed in order for applicant's mark to

be registrable. Specifically, according to the Exam ning

Att or ney:

Sky waves

are a conponent or [sic]

radi o waves, as defined in Prentice Hall's
Illustrated Dictionary of Conmputi ng,
previously made of record by the applicant:

Radi o Wave Propagati on

VWhen radi o waves are radi ated, there
are usually two conponents: the
'ground' wave, which is propagated
direct fromthe transmtting aerial to
the receiving aerial in a straight

line; and

the 'sky' wave, which is

propagat ed upward over a w de range of
angles until it nmeets an ionized | ayer
hi gh above the Earth's surface.

It is common know edge that w rel ess

communi cati on devices utilize radi o waves
to transmt data fromone |location to
another. In fact, the applicant made of

record a copy of a web site from "WOW COM
The World of Wreless Communi cation" that
reads as foll ows:

How does wi rel ess technol ogy work?

W rel ess comruni cati ons systens
provi de anyti me, anywhere
communi cati ons. When you talk on a
wireless phone, it transmts |ow
energy radio waves to a | ocal antenna
site, which connects you with the

| andline or wireless |location you are

cal l'ing.

That same antenna al so sends

signals back to your wirel ess phone...
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As expl ai ned above, sky waves are, in fact,
radi o waves. Wreless technology utilizes
radi o waves, including sky waves.

In view thereof, and since many of applicant's
goods, including its antennas, nodens and w rel ess pagers,

"directly utilize radi o waves, or 'sky waves,'" the Exam ning

Attorney insists that:
It is clear that the phrase "skywave

products," as applied to the goods,

i medi ately conveys to potential purchasers

that the goods utilize a conmponent of radio

waves called sky waves. Further, the term

"products” lacks any trademark significance

as applied to the goods. Therefore, a

di scl ai mer of the phrase "skywave products”

i's proper.
Li kew se, because "many ot her goods identified by the
applicant are accessories for sky wave products, such as
applicant's batteries, battery chargers and savers, the
Exam ni ng Attorney concl udes that the words "SKYWAVE PRODUCTS"
i medi ately describe a function, feature, purpose or use of
t hose goods and thus "a disclainer of the phrase 'skywave
products' is proper."

Applicant, on the other hand, argues that the
Exam ning Attorney is in error in asserting that any of its
goods utilize sky waves or are accessories for use with
products which use sky waves. |In particular, while applicant

concedes in its initial brief that "wirel ess communi cati ons

rely upon radi o frequenci es" and "does not dispute the
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Exam ning Attorney's definitions of 'sky wave' and 'radi o wave

propagation,'"®

applicant correctly "notes that while a sky
wave is a formof radio wave propagation, all radio wave
propagati on does not necessarily nmake use of sky waves--e.g.
ground waves, space (tropospheric) waves, and satellite
transm ssions are viable neans of wirel ess conmuni cation.”
Applicant consequently "strongly disagrees with the Exam ning

Attorney's assertions that the w rel ess communi cati ons devi ces

with which Applicant's goods may be used necessarily make use

of sky waves." To the contrary, applicant categorically
states that: "None of Applicant's goods nmake direct use of
sky waves."

Specifically, as explained in its initial brief,
applicant further points out that:

For ease of analysis, Applicant's
goods will be divided into the foll ow ng
groupi ngs: Wreless tel ephone accessori es;
GPS [("gl obal positioning system')]
accessories and wirel ess pagers; and
portabl e conputer accessories (including
conputer software).

> W judicially notice in this respect that, as stated in applicant's
reply brief, the term"sky wave" is defined in The Conputer d ossary
(8th ed. 1998) as "[a] radio signal transmtted into the sky and
reflected back down to earth fromthe ionosphere.” It is settled
that the Board may properly take judicial notice of dictionary
definitions. See, e.g., Hancock v. Anmerican Steel & Wre Co. of New
Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA 1953) and University of
Notre Dane du Lac v. J. C Gournet Food Inports Co., Inc., 213 USPQ
594, 596 (TTAB 1982), aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cr.
1983).
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W rel ess tel ephone accessories, as
sol d by Applicant under the trademark
" SKYWAVE PRODUCTS and Design", do not
include wirel ess tel ephones thensel ves.

Rat her, they are "accessories", intended to
be used with wirel ess tel ephones of any
ki nd, brand, or nmodel. None of the

accessori es nmake any use of sky wave
t echnol ogy.

GPS systens, by definition, do not
make use of sky waves. |Instead, signals
are transmtted to and fromsatellites, and
there is no need to bounce radi o waves off
t he i onosphere (as is done with sky waves),
especially with the risk of a significant
percent age of the waves being |ost, when
t he waves can be transmtted via satellite
t echnol ogy.

As with wireless tel ephone
accessories, none of these GPS accessories
make any use of sky waves. W reless pagers
are simlar to GPS systens in that they
rely on satellite technol ogy for operation.
Accordingly, it is inproper to refuse
registration of the mark with respect to
t hese goods on the basis that it is nerely
descri pti ve.

The sanme argunents articul ated above
are applicable to conputer accessories and
conputer software. Sky waves are sinply
unnecessary for their operation.

We observe, however, that in fairness, applicant
acknow edges in its initial brief that:

The Exam ning Attorney's position
woul d have been the strongest for
conmuni cation devices ... which Applicant
has deleted fromits |ist of goods via
Amendnent (i.e., tel ephones, two-way
radi os). "SKYWAVE PRODUCTS and Desi gn"
does make reference to a technol ogy upon
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which wirel ess conmuni cati on may be based.
However, for the sanme reasons articul ated
above, a refusal of "SKYWAVE PRODUCTS and
Desi gn" even for some comrmuni cati ons

devi ces based on descriptiveness is still

i mproper. Some nmodern cellular tel ephones
are simlar to GPS systens and wi rel ess
pagers in that they rely heavily on
satellite technology for operation. O her
cel lul ar tel ephones do not need | ong

di stance wave propagation (which sky waves
provi de) because the signal is transmtted
fromthe tel ephone to a cell through direct
waves over a relatively short distance and
then into conventional phone lines. Two-
way radios, such as "wal kie-talkies[,]"
only transmt radi o waves over short

di stances, and therefore, rely upon ground
wave technol ogy.

Appl i cant consequently concludes in its initial
brief that:

The Exam ning Attorney's reliance on
cases which state that a termis
descriptive if it describes one attribute
of the goods is inproper in situations
where no attributes of the goods can be
descri bed by the goods [sic]. That is the
situation here. |If there is any
connotative connection between the term
"sky wave" and the tel econmunications
accessories |listed above, it is because
there is a suggestive nature to the
applied-for mark. The crux of Applicant's
argunment ... is that Applicant's goods can
function w thout the use of sky waves, and
i ndeed rely on technol ogy separate from
radi o wave propagation in order to
function. .... Oher goods rely on
satellite technol ogy--e.g., GPS products--
or tel ephone lines--e.g., nodenms. Even
goods that require radi o waves function
merely by use of ground wave (or direct
wave technol ogy whereby the signal is sent
fromthe transmtter directly to the
receiver.
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Thus, to say that wireless tel ephone

accessories "utilize" wreless

communi cation is a severe stretch

It is well settled that a termis considered to be
nmerely descriptive of goods or services, within the meani ng of
Section 2(e)(1) of the Trademark Act, if it forthwith conveys
i nformati on concerning any significant ingredient, quality,
characteristic, feature, function, purpose or use of the goods
or services. See, e.g., In re Gyulay, 820 F.2d 1216, 3 USPQ2d
1009 (Fed. Cir. 1987) and In re Abcor Devel opnent Corp., 588
F.2d 811, 200 USPQ 215, 217-18 (CCPA 1978). It is not
necessary that a term describe all of the properties or
functions of the goods or services in order for it to be
considered to be nmerely descriptive thereof; rather, it is
sufficient if the term describes a significant attribute or
i dea about them Mbreover, whether a termis nerely
descriptive is determined not in the abstract but in relation
to the goods or services for which registration is sought, the
context in which it is being used on or in connection with
t hose goods or services and the possible significance that the
term woul d have to the average purchaser of the goods or
services because of the manner of its use. See In re Bright-
Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979). Thus, "[w]hether

consuners could guess what the product [or service] is from
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consideration of the mark alone is not the test.” 1In re
Anmerican Greetings Corp., 226 USPQ 365, 366 (TTAB 1985).

However, a mark is suggestive if, when the goods or
services are encountered under the mark, a multistage
reasoni ng process, or the utilization of inmagination, thought
or perception, is required in order to determ ne what
attributes of the goods or services the mark indicates. See,
e.g., In re Abcor Devel opnent Corp., supra at 218, and In re
Mayer - Beat on Corp., 223 USPQ 1347, 1349 (TTAB 1984). As has
often been stated, there is a thin line of demarcati on between
a suggestive mark and a nerely descriptive one, with the
determ nati on of which category a mark falls into frequently
being a difficult matter involving a good neasure of
subj ective judgnent. See, e.g., In re Atavio, 25 USPQ2d 1361
(TTAB 1992) and In re TMS Corp. of the Anericas, 200 USPQ 57,
58 (TTAB 1978). The distinction, furthernore, is often nade
on an intuitive basis rather than as a result of precisely
| ogi cal anal ysis susceptible of articulation. See In re
George Weston Ltd., 228 USPQ 57, 58 (TTAB 1985).

In the present case, it is plain from both
applicant's argunments and the technical information of record
t hat neither GPS systens, such as gl obal positioning satellite
tracking receivers and displays, autonotive navigational

systens consisting of global positioning satellite receivers,

10
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di splay units and processors, and wi rel ess pagers, nor
conputer accessories, including, nodens, PCMCIA cards,
poi nting devices and printers, utilize sky waves in any
manner. The sanme is |likewi se true for conputer software,
including that for use with electronic mail, accessing gl obal
i nformati on networ ks, database managenent, and
t el ecommuni cati ons managenent. The Exam ni ng Attorney,
furthernore, does not appear to contend ot herw se.
Neverthel ess, registration nust still be denied if a mark is
nmerely descriptive of any of the goods or services for which
registration is sought, which in this case | eaves us with
consi deration of applicant's various wireless tel ephone
accessories. Clearly, and contrary to applicant's assertions,
if its mark is nmerely descriptive of wireless tel ephones, the
mar k woul d al so be nmerely descriptive of accessories therefor.
On the present record, however, we find the
Exam ning Attorney's position that the term " SKYWAVE PRODUCTS"
is merely descriptive of applicant's wirel ess tel ephone
accessories, and therefore nmust be disclainmed, to be too
t enuous and specul ative. To reiterate, applicant has
categorically stated that "[n]one of Applicant's goods make
direct use of sky waves." More inportantly, it does not
appear fromthe limted evidence in this record that either

wi rel ess tel ephone accessories of the kinds identified in the

11
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application, including antennas, nodens and anplifiers, or

wi rel ess tel ephones, such as cellular tel ephones, operate with
or utilize radio waves of the wavelength or frequency known as
sky waves. \While applicant does acknow edge that w reless
comruni cati on may be based upon the use of sky waves, the
record in this case shows that it is radio station
broadcasting services and the transm ssion equi pment

associ ated therewith, rather than w rel ess tel ephone

comruni cati on services and the nobile tel ephones used
therefor, which need to rely upon sky waves in order to

achi eve | ong distance signal propagation.®

® The following excerpts fromarticles retrieved by the Exanining
Attorney's search of the "NEXI S" database are representative
(enphasi s added):

"Anmong FCC proposals on inproving AM ... were those
to: (1) Revoke permits of stations off air for
"substantial period of time'. (2) Devel op new skywave and
groundwave curves to predict interference nore
accurately." -- Communications Daily, June 22, 1990;

"AM skywave field strength. Proposed inproved
met hods for cal cul ati ng skywave field strength in the AM
br oadcast band. Conments due Dec. 27, replies Jan. 11."
- Electronic Media, Novenber 14, 1988;

"Plan is to operate station for about 2 years to test
prot ot ype antennas desi gned to achi eve separate contro
over skywave and groundwave signals. If new antennas
prove successful, NAB will urge AM stations to adopt them
and FCC to incorporate their paraneters in rules."” --
Comuni cations Daily, June 9, 1988; and

"[ Al doption of the NRSC Vol untary Standard as
mandatory is essential, as is selection of a single AM
stereo standard; and abolition of protection to the

12
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We are thus constrained to agree with applicant, as
persuasively argued in its reply brief, that (enphasis in
original):

Certainly, wireless technol ogy
utilizes radio waves. .... Also,
Appl i cant acknow edges that sky waves are
i ndeed radi o waves. However, it is equally
clear that not all radio waves are sky
waves, and accordingly, not all wrel ess
devices utilize sky waves for operation.

The Exam ni ng Attorney appears to be
arguing that "radi o wave" and "sky wave"
are synonynous. .... However, the
Exam ning Attorney herself, in an effort to
argue the descriptiveness of the
Applicant's mark, acknow edges t hat
w rel ess technol ogy, and in particul ar
cel lul ar conmuni cati ons, successfully
operates without reliance on sky waves.

For exanple, the Exam ning Attorney cites
the web site "WOW COM The Worl d of Wreless
Communi cati on” and enphasi zes the foll ow ng
passage regardi ng how wi rel ess technol ogy
works: "[w] hen you talk on a wirel ess
phone, it transmts |ow energy radi o waves
to a local antenna site, which connects you
with the landline or wireless |ocation you
are calling. .... Referring to Prentice
Hall's Illustrated Dictionary of Conputing
whi ch the Exam ning Attorney also cites in
her brief, it is abundantly clear that

w rel ess technology relies on ground waves,
"which [are] propagated direct fromthe
transmtting aerial to the receiving aerial
in a straight line". .... In short, the
tel ephone (the transmtting aerial) sends a
signal via a ground wave to a cellul ar

secondary skywave servi ce areas of clear-channel stations
is clearly called for.

Local service, not distant service, is what radio is
all about." -- Electronic Media, February 1, 1988.

13
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antenna (the receiving antenna) which
patches the call into the Iandline or
transmts the signal to another tel ephone
directly if that tel ephone is in the sane
cell. The ionosphere does not cone into
play at all during this type of

transm ssion, and thus, cellular

transm ssions are conpleted wi thout sky
waves. Thus, it is clear that traditional
cel l ular communi cati on, as described by
WOW COM in light of the Dictionary of
Conmputi ng, makes no use of sky waves for
successful operation whatsoever.

| ndeed, there are cellul ar antennas
all over the place and thus, numerous
"cells" within a relatively small
geographi cal area. |If cellular
conmuni cations relied upon sky waves, there
woul dn't need to be as many cel |l ul ar
ant ennas, since the purpose of the sky wave
is to transmt signals which may be
recei ved over | arge geographical areas.
Sinply stated, sky waves are for |ong
di stance radi o wave propagation, such as
for radio station broadcasts, as is
evi denced by the nunerous articles fromthe
Nexi s Research Dat abase produced by the
Exam ni ng Attorney.

Mor eover, the trend of the cellular
community is towards digital technol ogy,
with which traditional radio wave
propagation is bypassed for the use of
satellites. By definition, a [radio] wave
transmtted to and froma satellite cannot
be a sky wave. As is undisputed, a sky
wave is "a radio signal transmtted into
the sky and refl ected back down to earth

fromthe ionosphere". .... Accordingly,
any cellular tel ephones which rely upon
satellites, but which still utilized sky

waves, woul d never conplete a phone call
because the sky waves woul d bounce off the
i onosphere before reaching the satellites,
which traditionally orbit around the earth
wel | above the ionosphere.

14
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The present record, consequently, fails to show that
wirel ess tel ephones and their accessories, such as antennas,
nmodens and anplifiers, have any function, feature, purpose or
ot her aspect which utilizes sky waves, as opposed to other
types of radio waves, in their operation so as "to transmt
data fromone | ocation to another” as contended by the
Exam ni ng Attorney. The Exam ning Attorney's position that
applicant's goods are "sky wave products" rests on assunptions
whi ch have no denonstrable basis in fact and which, as pointed
out by applicant, are contrary to the emerging trend towards
digital satellite comunications, which do not and in fact
coul d not operate through the use of sky waves. The evidence,
in summary, is sinply insufficient to show that wrel ess
t el ephones and their accessory products have any
characteristic, feature or function which would utilize or
operate in conjunction with sky waves as the technol ogi cal
means for transmtting and receiving conmmuni cations signals.

A refusal on the ground of nmere descriptiveness cannot
properly be based on sone theoretical or otherw se specul ative
possibility.

We find, therefore, that the while the term nol ogy
" SKYWAVE PRODUCTS" is suggestive of the radio-based technol ogy
utilized by wireless tel ephone equi pnment, it requires

i magi nation or a nulti-stage reasoni ng process in order for

15
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custonmers or prospective purchasers of accessories for
w rel ess tel ephones to conclude, as urged by the Exam ning
Attorney, that such goods are or would be products based upon
sky wave communi cati ons technol ogy. The term " SKYWAVE
PRODUCTS, " when used in connection with the wireless tel ephone
accessories identified in applicant's application has not been
shown on this record to immedi ately or directly describe any
significant aspect of either applicant's particular goods or
goods of such type in general. A disclainmer of such termis
therefore not required. However, to the extent that there nmay
be any doubt with respect to whether sky waves | end thensel ves
to use with wireless tel ephones, as opposed to radio station
broadcasting applications, and thus there may be sone doubt as
to whether the term " SKYWAVE PRODUCTS" in applicant's mark is
merely descriptive rather than suggestive of its various
accessories for wireless tel ephones, we resolve such doubt, in
accordance with the Board's practice, in favor of the
publication of applicant's mark for opposition. See, e.g., In
re Morton-Norwi ch Products, Inc., 209 USPQ 791 (TTAB 1981) and
In re Gournet Bakers, Inc., 173 USPQ 565 (TTAB 1972).

Deci sion: The refusal under Section 6(a) is

reversed.

16
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G. D. Hohein

C. EE wlters

C. M Bottorff
Adm ni strative Trademar k

Judges,
Trademark Trial and Appeal
Board
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